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(resent Order revises the reference to 
:ctive date of copyright restoration 
le Uruguay Round Agreements Act 

0 in the Court's August 19, 1996 
40 USPQ2d 1506] granting plain- 
iotion for Partial Summary Judg- 
n the August 19, 1996 Order, the 
eferred to Presidential Proclamation 
53 of December 23, 1994 (60 Fed. 
»03 (Jan. 4, 1995)) to conclude that 
; of restoration for URAA works was 
/ 1, 1995. See Order at pages 13, 16. 
. later Presidential (document, Procla- 
No. 6780 of March 23, 1995 (60 Fed. 
1845 (March 27, 1995)) clarifies that 
ons of the Uruguay* Round Agree- 
n Trade-Related Aspects of Intellec- 
■operty Rights (TRIPs) relating to 
ht restoration did not take effect until 
y 1, 1996. Proclamation No. 6780 
n pertinent part at Section 5: 
article 65, paragraph 1, of the TRIPs 
ement provides that no WTO mem: 
hall be obliged' to apply to provisions 
is Agreement until one year after the 

of entry into . force of the WTO 
:ement with respect to the . United 
js was January :1, 1995. . 
The statement of administrative ac- 

approved by the Congress in section 
a)(2) of the URAA (19 U.S.C. 

(a)(2)) provides that, ;"in general, 
right will be restored: on the date 

1 TKIPs Agreement's obligations take 
:t For the United States.". ^ v 
Accordingly, I have decided that it is 
ssary and appropriate, in order to im- 
lent the TRIPs Agreement and to en- 

that section 514 of the URAA is 
opriately iniplemented, to proclaim 

the date on which the obligations of 
TRIPs Agreement will take effect for 
United States is January 1, 1996; ' 
[nation No. 6780 of March 23, 1995 
d. Reg. 15845 (March 27, 1995)). 

Court emphasizes that the present 
ition does not affect the Court's Aii- 
), 1996 ruling. 


IS SO ORDERED. 
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U5. Court of Appeals 
Federal Circuit 

United States Surgical Corp. v. Ethicon Inc. 

Nos. 94-1386,-1419 . 
Decided January 3, 1997 . . 

PATENTS 

1, Patentability /Validity — Obviousness — ' 
In general (§ 1 15.0901) . - 


JUDICIAL 
PROCEDURE 


PRACTICE 


AND 



Procedure — Jury trials (§410.42) 

Federal district court properly instructed 
jury on issue of obviousness , in patent in- 
fringement action, since jury was correctly 
instructed on presumption of validity and 
that defendant bore burden of proving jnva- 
lidity by clear and convincing evidence, and 
that it was necessary to consider scope and 
content of prior art,, differences betweeri 
prior art and claimed invention, levelof or^di- 
nary skill in art, and objective criteria of hbh-, 
obviousness, since instructions included ex- 
planation of principles to be /applied ^Tn' 
determining obviousness* when ( inventions is: 
combination of prior art components,; arid 
since instructions were correct inJawy^thor-' 
ough, and clearly stated. . ; ^ 7 - .; i'^^- 

PATENTS ■ 

2, Patentability /Validity — Obviousness — 
In general (§115.0901) : ; J • 


Patent construction — Qaims — In gener- 
al (§125.1301) 

Federal district court need not repeiat or 
restate every claim term in order to coniply 
with rule that claim construction is for court ' 
rather than jiify, since claim construction is 
matter of resolution of disputed meanings 
and technical scope, to clarify and if neces- 
sary explain what patentee covered by 
claims, for use in deterriiiriation of infringe- ' 
ment, rather than^ obligatory exercise in - 
redundancy; although claim construction' 
may occasionally be necessary in obvious- = 
ness determinations, when nieaning or scope : 
of technical terms and words of art is unclear 
and requires resplution in . order - to idetermihe 
obviousness, in present case none of - rejected . - 
jury instructions concerning claim ^construc- 
tion was directed to, or has been reasonably: 
shown to affect, determination of obviousness. 


PATENTS 

3. Patentability /Validity — Obviousness — 
In general (§115.0901) 

JUDICIAL PRACTICE AND 

PROCEDURE , : ; : 

Procedure — Jury trials (§410.42) : 

Federal district court did not com niit prej-"^ 
udicial error by providing dictionary to jury 
during its deliberations in patent infringe- 
ment trial in which asserted claims were held 
invalid for obviousness, since district court 
explained in post trial' opinion that jury in- 
struction to consider ordinary meaning of- 
claim language, and general assumption that- 
definitions of dictionary are common knowl-\ 
edge whh' which jury is charged, support 
provision, of dictionary,, since provision of 
dictionary, to jury, although, not favored,' is 
not grounds for new trial, and. since plaintiff 
has offered , no specifics as "to, words; . whose 
dictionary definitions may have adversely: 
affected verdict of obviousness, and.no sug-. 
gestion that jury disregarded court's instruc-.- 
tions on law of obviousness or plain meaning . 
of terrris used, in claims and prior art/, ■■ - , / 

PATENTS' "' • . '^^^ ; ^ 

4: Patentability /Validity Obviousness 
In general (§115.0901) . . / j 

V Patent construction — Claims — In gener- 

\; ^ai:X§i:25.1301)- : . . 

JUDICIAL PRACTICE AND 
PROCEDURE^ V . x ' y 

Procedure — Jury trials (§410.42) i.' 

Fedei-al district court's rejection of pro- ■ 
posed jury instructions directed to ^cpristruc- ; 
tion of patent claims did hot prejilclicejury's 
deter mination of obviousness, since disti-ict 
court is not required to parse claims Tor jiiry;- 
in every case,, whether or not there is issue- iii'* 
material dispute as to meaning or scope of 
claims, since infringement plaintiff, has not 
shown that there are. unclear or ambiguous 
technical • terms' or words of ' art or related 
aspects of claim, scope" whose "construction" 
wbuldrnegate .verdict of bbvioushess=;^ and has 
not explained how any reasonable claim 'con^ 
struction it 'requested would have, deprived i 
obviousness verdict of- its support, and since 
trial: cburt^ is, not authorized to remove from^ • 
jury factual findings underlying obviousness. ' 
deterniination. 

Particular patents — General and me- 
chanical — Surgical' clip application _ 

.5,084,057, - Green,- .Bolanos,, ' Young-- 
McGarry, Heaton, and Ratcliff, apparatus' 


1226 


United. States Surgical Corp. v. Ethicon Inc. 


41 USPQ2d 


and method for applying surgical clips in 
laparoscopic or endoscopic procedures, judg- 
ment that claims 1, 2 and 7 are invalid for 
obviousness affirmed. 

5,100,420, Green, Bolanos, Yqung, 
McGarry, Heatbn, and Ratcliif, apparatus, 
and method for applying surgical clips in 
laparoscopic or endoscopic procedures, judg- 
ment that.claim I is invalid for.obyiousness 
affirmed. - . j,. , 


On remand from the U;S: Supreme Couh^^^ 

Action by United States Surgical Corp. 
against Ethicon Inc.' arid Johnson & Johnson 
Hospital Services Inc. for "patent' infringe- 
ment. The U.S:" District Gourt for-the pis-; 
trict of Connectiicut entered' judgment' 'f 
defendants on jui-y verdicts that plaintiffs^ 
patent no. 5,100,420 is infringed but invalid] 
for obviousness, and that plaintiff^/ patent^ 
nb.' 5,084,057 is not infringed and invalid for ; 
obviousness. On appeal,* the U.S: Court of; 
Appeals' for Hhe Federal Circuit .affirmeii ' 
without* opinion pursuant to FedlCir.R. 36: ~ 
Following grant of certiorari, the .U.S.^Suv. 
preme Court' vacated that affirmahc5e; a 
remanded for 'further consideration in - light" 
of its decision in Markman v. Westview-ln-\ 
struments Inc. (38 USPQ2d 1461): Oh re-; 
mand , district court's j iidgment . is * affirnied-' 
on ground of invalidity-.^ of vpa tents In suit ; 
based on obviousness. V , '. . 

William E. McDaniels, JvAlan Galbraith, 
and David S. Blatt, of Williams & Connolly, 
Washington, D.C.; Basam- E. Nabujsi,: 
Thomas R. Bremer, arid > John G; Andres, 
Norwalk, Conn., for plaintiff-appdlaht. '; - 

David F. Dobbins, Gregory.. L;,;piskant,' 
and Eugene M! ' Geierriter,. of'.' Patterson; 
Belknap, Webb & Tyler;^.Ne\v:York,:NvY.,^ 
for defeiidants/crp^-appeilants^ - ;:^: : 

Before Newman/' a 
senior' " circuit judge, and .Rader; ;circuit;^ 
judge. -^^Z VC'f ■ ' 

Newman,' J." , * ' J 

The court's prior judgmentiof this* appeal - 
and cross-appeal; was vacated ^by , the;. Sur 
preme Court and: remanded "for further con- ; 
sidera tion : in light oikMarkmdn v\ zWestview i; 

Instruments; Inc^SlTVS:. -7(1996).!^-/ 

U.S. Surgical Gorp.y: Ethicon, /«c.,^116 S. ;: 
Gt. 1562. (1996).; PurVprionJudgmentJafvO 
firmed the judgment of . the- United: States ;- 
District. Court for the: District of Gonhecti-^ f 
cut,* entered on jury:verdicts that claim' 1 of - i 

'C/.5. Surgical Corp. v. Ethicon,^ Inc.; No. 
5:92 CV 00134.(AYC), (D. Conn. Feb. 1,1, 1993 
(Summary Judgment); February 18, 1994 (Judg- 
ment Order); June; 9, 1994- (Ruling on Post-trial 
Motions)). . ' . >- -i'--" -''^ 


U.S. Surgical's United States Patent No. 
5,100,420 (the '420 patent) is infringed but 
invalid for obviousness, and that claims 1, 2, 
and 7 of United States Patent No. 5,084,057 
(the '057 patent) are not infringed and are 
invalid for obviousness. The issue of inequi- 
table; conduct during patent prosecution was 
decided before trial, by summary judgment 
in favor of U.S. Surgical. Each of U.S. Surgi- 
cal and Ethicon appealed the rulings adverse 
to it. After full briefing and oral argument 
this court entered judgment pursuant to Fed- 
eral Circuit Rule 36: 

Rule 36: Judgment of affirmance with- 
out opinion.— ' *^ 

The court may enter a judgment of 
affirmance without opinion, citing this 
rule, when it determines* that any of the 
5 following circumstances exist::- . 
; (a) the judgment, decision or order of 
the trial; court appealed from is based. on 
findings . that- are not clearly erroneous; ' 

-(b) the evidence in support oif a jury 
verdict is sufficient; - 
' .(c) summary judgment,' directed ver- 
dict, or judgment on the pleadings is sup- 
ported by- the record; - ■ . ;. ' ; ' * . 
- (d) the dbcisipn of an administrative 
agency warrants affirmahce under the 
standard of review in the'statute authoriz- 
ing the petition for review; or - 

(e) a judgment-^or decision has been 
' entered without an error of law; .: ? 

, and an opinion wbiild have no preceden- ■ 
tial value. 

Appeals whose judgments are entered under = 
Rule 36 receive the full consideration of the . 
court; aiid'Sre no less carefully; decided than" 
the cases in which we issue full opinions. The 
Rule permits the court to dispense with issu- 
ing, an opinion that would have no preceden- 
tial value,- when the circumstances of: the 
Rule exist. See Taylor v. I^cKeithen, 401 
U.S. 191,- 194. n..4 Xl972),("We, of course, . 
agree that the -courts of appeals should .have- 
wide latitude in their. decisions of whether or ,r 
how to write opinions. That , is especially true,^- 
with respect to summary affirmances.") . ;:; 

. Seven weeks after ,this decision, ; reported ? 
at 48 F.3d 1237 (Fed; Cir.-1995) (Table), for -a 
whiph rehearing and rehearing en banc werejb 
denied, the Federal -Circuit decided Mar/:-^ 
man v.^Westview Instruments; Inc., 52 F.3d:u 
967, 34 USPQ2d 1321 (Fed. Gir. 1995) {en^x> 
6a/ic). The Supreme Court granted certiorari 
ri in Markman and also upon U.S. SurgicarSiO 
petition;- After deciding -thQ Markfnan^ ap-^y 
pealv reported at 517 U.S. , M6'S. Gt. 1384;^^^ 
38 USPQ2d .l461 (1996), the Court instruct-=>. 
ed the Federal Circuit to give further consid- ' • 
eration to U.S. Surgical's case in light of the - 
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Court's decision in Markman. We have done 

so. , ■ 

The judgment of the district court is af-. 
firmed, on the ground of invalidity of the 
'420 and '057 patents based on obviousness. 
We do not reach the issues of infringement 
and the conditional cross-appeal" of the issue 
of inequitable conduct.: See , Consolidated 
Aluminum Corp. v. Foseco Intl- U^^ 910 - 
F.2d 804, 814, 15 USPQ2d 148.1, 1489 
(1990) ("a party may defend a judgmenr.*on 
any ground properly raised -below' ") , (citing 
Washington V. Yakima Indian Nation, A39 
U.S. 463, 476 n.20 (1979)); Lough v. Bruns- 
wick Corp., 86 F.3d 1 1 13, 1 123, 39 USPQ2d'- 
1100, 1107 (Fed. Cir. 1996). ("No further 
public interest is served by our resolving an 
infringement question after a determination 
that the patent is invalid.")^ We now : fully 
explain. our decision. > . . - : ; - 

The.U.S. Surgical Inventions ^ . \ 

The inventions claimedjn the..'420 patent 
and its' continuation-in-part the '057 patent 
are; for. ,a. surgical ihstrument foV; Jigating 
bloid vessels and other, tissues during, endo- 
scopic surgery, by applying multiple ligatihg 
clips in 'sequence. ... i . . V - ■ 

Endiqscopic surgery is a procedure where- 
by instead of openihg the abdomen or other 
body cavity by incision to provide _open ac- 
cess to the surgical site,, the surgery is per- 
formed by inserting the surgical instruments 
into the body through small tubes called 
trocars. 'The small size of the incisioiis tKat 
accommodate the trocars results In leis . tis- 
sue damage, less pain, and faster healing 
than* for traditional open siirgery: Tri pef^ 
forming endoscopic surgery the* body cavity' 
is inflated with- a' gas, caired-aninsufflating; 
gas, '*to provide wbrkirig' space. For most;*' 
procedures today "a- miniature video camera 
is lised-'^to televise the' surgical * site, the en- 
larged^videb image appearing uppn an exter- 


nal screen and guiding the surgeon or surgi- 
cal team in manipulating the instruments 
through the trocars. 

Endoscopic surgery was in somewhat lim- 
ited use for many years, having been used 
mostly for the ligation of fallopian tubes, the 
surgeon viewing the site through an eyepiece. 
Endoscopic procedures experienced rapid ex- 
pansion after about 1989, particularly for 
gallbladder removal. Witnesses disputed at 
trial whether the expansion was due to the 
development of the miniature video camera 
or the development of U.S. Surgical^s endo- 
scopic multiple clip applier. 

During both endoscopic and open surgery, 
blood vessels may be closed . and tissues 
clamped ..using, small ^"U", shaped^ clamps'^ 
called ligating clips. . Ligating clips are ap-. 
plied by an instrument that positions. the dip- 
about the tissue, or vessel, to be secured arid 
then compresses the clip^ When, initially .:de-l 
veloped, ligating clip instruments were capar; 
ble of being loaded' with only one clip ^at ^a 
tinie, and required' reloading .betwee^^ 
application. Then. U.S. SurgicaLdevelope^ 
ligating clip applier for open surgical '^se.. 
that applied multiple clips m succession,^ 
without reloading the instrument, This in- 
strumerit,.having-the:brand name "Premium , 
Surgiclip,": is .the . subject of United . States . 
Patent No.. 5.030,226 (the '226 pa tent). The , 
Premium Surgiclip and the '226 patent, are', 
prior art to the '420 and. '057 patents in siiit, 
and >yere.the subject of extensivelestimony 
at trial. . . . - . J' - . ■ - 

At trial . witnesses explained the. subse- 
quent development of the instrument of the 
patents in suit,,. a ligating.xlip applier. for 
endoscopic use that applies nriultiple clips in 
. succession without wi thdrawing. and reload-- 
ing the. instrument...U.S.! Surgical> instru- 
ment,. having the brand name EndoClip, was 
the first multiple clip applier for endoscopic 
use. The instrument is depicted, in, the/420 
patent. as follows;. ;J .. :^ ^ : =r = 




Fig. 1 of '420 patent 
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The instrument is depicted ih the '05 7- patent 
with a different handle, as follows: - 




Fjg: 1 of '057 patent. 


It is seen that these instruments have. ah' 
elongated shank that holds the ligating clips; 
and is shaped for endoscopic use through a 
trocar? After insertion into the body cavity a 
clip is pushed into position in the jaws using 
controls on the handle, and the clip is applied 
to the tissiie to be ligated by closing the jaws 
using controls on "the handle: The jaws are 
then opened and the next clip is pushed- into 
pbsition : Thus successive clips may ' Be a 
plied without withdrawing the ihstrument; 
from within the body . ' ' " ■ ; J ' ' 

Claim 1 : of the '420' patent' is directed to 
the combination of the trocar arid the 'dip; 
applier, each component having defineH limi-, 
tations. Claim 1 is the only '420 pateiit claim 
in^^suit:" ^ ■ ' *, " V " "'^'.^.^ 

' 1 . In combination: V ' '7!'. " : J 
■ a) a trocar having a cannula; and valve 
means for sealing said cannula, said can- 
nula being adapted; for entry into;. a botiy 
' cavity; ■ ^ ■ ' / ^ ' '^''"^ 

b) an endoscopic clip applier havihg:V; ' " 

i) a frames! • :\[ ; '[''r^^Z Z^ 

ii) an endoscopic portion defining a Ion- ^ 
gitudinal axis and extending:distally Trorii ; 
said frame, said endoscopic portion being - 
"irisehable into said cannula; through, said 
'valve means in sealing engkgenient there- 
with, said endoscopic portion further ih-^ 
eluding a plurality of surgical clips dis- 
posed in an array and clip closing means 
for sequentially closing said surgical clips; 
and ■ V ; 

iii) seal means associated ; and adapted 
to cooperate with; at . leist - one of said 
endoscopic portion and said/frame to ob- 
struct passage^ of -gaseous media frbrn. the . 
body cavity. * ' "^--C-'-l^^Z:.-^ 

Claim 1, the broadest claini-6f the- '057 ' 
patent, also describes the endoscopic.'appara- , 
tus as comprising several elements. The 
claim elements are defined in terms of their 
function, as provided in 35 U.S.C! §112 116: 
1. An apparatus for endoscopic applica- 
tion of surgical clips to body tissue which 
comprises: 


• ^a) frame means; • ■ 
- b) endoscopic means connected to said * 
frame meanS: of generally elongated con- 
figuration and extending distally" from 
said frame means and including: 

i) means for storing a. plurality of surgi-^ 
cal clips; 

ii) rnieans iov individually, advancing, 
said; clips to \ the distal * - portipri ; of .said' 
endoscopic ineins fprpositioning adjacent; 
the body tissue' to .be, clipped; ;■ 

iii) means for 'at least partially, clpsihg 
said clip at least suflScient to grip thejbody 
tissue . after the clip has been adyahced . 
distaliy td said ;distal portion of said endos- ■ 

' copic means; and ; / ; " ' 

iv) gaseous sealing;means; . \_ ,. 
Claim 2 of. the .'057 patent specifies the use ' 
of silicon grease, as thp gaseous sealihg means i 
of clause jv, ; and claini 1 is . directed .ib> J. 
disposable device as iri/claim l. " . .; i; \ 

. Ethicbn's defense, that the claims are iii-;^ 
valid, for obvipusriessf. was -ba^^ thei 
groUnd that U.iS. Surgical had merely adapt-.? 
ed to en(ioscopic use its own, prior. art multi■r-^ 
pie clip applier, the Premium Surgi clip of the^ 
'226 patent; by Iqiown and. routine adapta-;' 
tion, Thus Ethicori- presented eyidence^and;; 
argument that 11 :S. Surgical had simply- 
elongated the body, of its prior art multiple 
clip applier so that it could be used through ia 
trocar, with a sealing means to prevent es-^ 
cape of the insufflating gas through the tro- 
car. Ethicon adduced extensive evidence that 
such adaptation was well known to persons of 
ordinary skill in the field of endoscopic in- 
struments. U.S. Surgical countered with evi- '. 
dence and argument to the contrary. 

The jury held, by special verdicts, that the 
claims in suit;;iwere. invalid for obviousness..' ; 
On appellate revie\^iwe-determine "whether, 
on correct instructions of la w,v there was 
substantial evidence whereby a {reasonable 
jury could have reached the" verdict, reached' 
by this jury. See Litton Sys:, Inc. v. Honey- 
well, Inc., 87 F.3d 1559, 1566, 39 USPQ2d^ 


41 USPQ2d 


connected to said ^ 
lly elongated con- 
ng distally from 
icluding: 
plurality of surgi- 

dually advancing, 
1 portion of said] 
isitioning adjacent: 
pped;; ' " 

t partially clpsihg^ 
It to grip the . body 
IS been advanced, 
tionbf said eiido^-'; 

eans; : . r ' 
t specifies the use 
:ous sealing means 
' is directed tp.^ a . 

im 1. 7, :K ' . . 

the claims are in-: : 
is based on \ the;: 
had. mereiy. adapt- 
n,. prior art multi^ 
m Surgiclip of the^ 
i. routine adapta-:, 
ited evidence .and; 
gical had simply 
prior art multiple 
be used through a 
ins to prevent es- 
s through the tro- 
isive evidence that 
nown to persons of 
of endoscopic in- 
ountered with evi- 
i contrary. 
1 verdicts, that the 
d for obviousness. 
^ 2termine 'whether, 
f law,, there was 
eby a ;reasonabie 
le verdict, reached 
vs., Inc, V. Honey- 
see, 39 USPQ2d 


41 USPQ2d 


^United States Surgical Corp, v. Ethicon Inc. 


1229 


M 


1321, 1324 (Fed. Cir. 1996) ("Substantial 
evidence describes that minimum quantum 
of evidence from which a jury might reason- 
ably afford relief."); Festo Corp. v. Sho- 
ketsu Kinzoku Kogyo Kabushiki Co., 72 
F.3d 857, 862, 37 USPi32d.l 161, 1 163 (Fed. 
Cir. 1995) ("Substantial evidence is such 
relevant evidence, on the record as a whole, 
as could be accepted by a reasonable mind as 
adequate to support the verdict.") Conflict- 
ing evidence and argument must be viewed 
as resolved favorably - to the party ih^ whose 
favor the jury found. The reviewing' court 
must give appropriate deference to the jury*s 
choices in weighing the evidence, in deciding 
between opposing positions, and in drawing 
factual inferences. Richardson v. Suzuki 
Motor Co,, 868 F.2d 1226, 9 USPQ2d 1913 
(Fed. Cir 1989) (*' *the^- appellate .court's 
function is exhausted when that evidentiary, 
basis [of the jury's verdict] becomes appar- 
ent, it being -immaterial that the court might 
draw a contrary inference or^.feel that* an- 
other, conclusion is . more ^ reasonable. ' ") 
(quoting Lavender v. Kurn, 221 U.S\ 645, 
653il946)); Medtronic, Inc. v. Intermedics, 
inc., 799 F:2d 734, 742, 230-USPQ. 641; 646 
(Fed. Ck. 1986), cert, denied, 479 U.S. 1033^ 

(1987). ... ' 

The Prior Art ; _ . , : . . j 

As we have renn^a'rked, Ethicon's position 
was that U.S' Surgical had simply elongated 
its prior art multiple ligating instrument so 
that : it could be inserted through a trocar, 
and used known endoscopic sealing; mecha£ 
nisms to inhibit escape of the= insufflating gas 
through the trocar. Expert witnesses testified 
that these modifications were well known to 
persons of ordinary skill in the art of endo- 
scopic instruments. The witnesses presented 
several prior art patents, and exhibited many 
actual instruments,' all-; having -the, comnion 
endoscopic characteristics of .an elongated 
body and scalable engagement "with:,. the 
trocar. - • : ^ ",' '.J 7 

The district court mentioned, in the opin- 
ion accompanying the denial -pf post-trial 
motions, that U.S. Surgicars;- technical, ex-, 
pert testified that there were approximately 
forty different prior art multiple clip appliers 
for conventional open surgery! He testified 
that at least four of them — the Premiuni 
Surgiclip of the/226 patent and the multiple 
clip appliers shown in the Montgomery, pat- 
ent, the Peters, patent, and the Lachaki^r 
patent — embodied all of the.elenients of the 
'420/'057 claims except for the: elongated 
body and sealing means. He testified that afi 
elongated body and sealing cleans .are char^ 
acteristics of all endoscopic surgical instru- 


ments. In evidence were a variety of actual 
instruments for endoscopic surgery, all hav- 
ing these characteristics. These endoscopic 
instruments included graspers, scissors, dis- 
sectors, and single clip appliers; All had an 
elongated body and were adapted for sealing 
engagement with the trocar. " ' 

Also in evidence were references describ- 
ing prior endoscopic devices for the applica- 
tion of multiple fasteners other than ligating 
clips. U.S. Patent No. 3,870,048 to Yoon 
showed an applier.for. multiple elastic rings 
for ligating fallopian tubes, stating that "[i]t 
is possible to load suture ring clips within the 
applicator in end-to-end series fashion. . . . 
This permits a number of clips to be applied 
during a procedure without the need of hav- 
ing to withdraw the applicator from the 
surgical field in- order to load 'another clip 
into the applicator." -U.S.. Patent No. 

. 4,226,239 to Polk'also shbwed; an ins^^^^^ 
for endoscopic application-'of mujtiy^^^ 
ing rings. The prior art.also indiided^ aHeast 
one endoscopic multiple staple appliei-, PatV 
ent No. 4,944,443 to- Oddsem Air of the; 
endoscopic instruments for applying multi- 
ple fasteners had the comnion characteristics^ 
of elongation for use through* a' trocai-^ and^^ 
most .were sealed against escape of Ihe gas 
through ^ the trocar. ' SeveraP' preferences 
showed the use of silicon grease, as specified 
in claim 2 of the '057 patent; orValves, as 
specified in claim 1 of the y42() pa^^^ 
maintain the seal. ' ' • • '*/' '•: 

" The testinfony of U.S. Surgical's technical 
expert that the elongated body anti';the;S 
are common' characteristics of: ^endoscopic 
instruments was described' by Ethicon as*, a 
concession of ;gr6at weight. This: evidence 
was stressed at trial, as Ethicon' pressed' its 
argument that U.S. Surgical had simply 
adapted its '226 patent multiple clip applier 
for endoscopic use,* and that it was obvious to 
do so, pointing to many other instruments 
that had been adapted in the same way. U.S. 
SurgicaLpoints out that this same expert and 
severial other expert.witnesses testified about 
the difiiculties of designing the ,'420/'057 

I endoscopic multiple clip applienand the time 

. and ■'<x>st . involved. We- take note of the con- 
flicting testimony and the 'opposing expert 
opinions.of witnesses for these parties, and of 
the lengthy explorations by, these witnesses 
of this technology and^he .development and 
characteristics of these surgical instruments. 

In a)mparing the '42d/'b57?instruriients 
with the prior artinstruments, Ethicon's pat- 
ent expert testified that the prior art '226 
patent was the closest prior art and that the 
relevant elements of the structure of the '226 
patent "were adopted into the subject matter 

: of the '057 and '420 patent applications." 
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Ethicon's technical expert pointed out to the 
jury all of the similarities of.the structure 
and mechanisms between.the device of the 
'226 patent and the '420/'057 patents. He 
pointed to the jaws to hold the ..clip, , the 
pusher for advancing a stored clip to the 


< jaws, the grooves in the face of the jaws, to 
receive the clip, and the mechanism for clos- 
ing the xlip about the tissue to be ligated.. 
The drawings of the jaws in the '226 patent 
and in the '420/'057 patents show this i 
similarity: • | 




Fig 9 of 226 Patent : - ■ / 

Witnesses testified' that ihe operation- of ithe 
'226 instrument and the '420//057 patents- 
was essentially the- same. It was explained' 
that in both the '226. and the '420/'057 
instruments the jaw blade,, clip, carrier, and; 
pusher bar are all encloised .in "a channd^ 
assembly from which the jaws .protrude at 
the end. In the '226 patent the applicator is 
described in the Abstract as: - ^ / . >'■: 
The surgical clip applicator has a pusheri 
bar which positions the foremost plip from 
a clip carrier into- a ready-to-fire position; 
between the jaws prior to squeezing. of the 
handles together. When the- applicatpr; is 
. fired, the previously positioned^* surgieal 
clip can be. crimped about a vessel and; 
. when the jaws, are released, a new, clipVi^^ 
placed , between the .jaws for the /next, firr 
ing: :A channel assembly^inoves. oyer;:the^ 
jaws to close the jaws while\the pusher . bar- 


Fig 19a of 420 Patent 


- is retracted into the clip carrier for deliver- 
^'^ ihg the foremost clip from the carrier upon 
-release of the hatidles. 
Referring to Fig. 4 of the ;226 patent, it was 
explairied at trial that the pusher bar (15). 
moves a clip (33) into the channels in the 
faces of the jaws (25). When a clip is in the 
jaws and the handles are closed, the external 
channel (38) moves forward over the beveled 
portion of the jaws, which, by virtue of their 
beveled shape, are squeezed together by the 
external channel, thus closing the clip. At the 
same time, the pusher bar moves back to 
engage the next clip in line. When the handle 
is released the channel withdraws, the jaws 
open. and .release the clipped tissue, and the 
pusher bar inoves fonvard, "positioning, the. 
ri^xt cli^ into the jaws. The operating compch 
rients are shown in the patent as folloNvs: 



Fig 4 of 226 Patent 
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), and the mechanism for clos- 
boui the tissue to. be ligated, 
of the jaws in the '226 patent 
420/'057 patents show this 
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20 Patent 


into the clip carrier for deliver- 
nost clip from the carrier upon 
le handles. - ' i. \ - ^ 

•ig. 4 of the [226 patent, it was 
:rial that the pusher: bar (35)', 
(33) into thexhannels in the 
.ws (25). When a clip is in the 
laridles are closed, the external 
noves forward over the beveled 
jaws, which, by virtue of their 
, are squeezed together by the 
ael, thus closing the clip. At the 
le pusher bar rrioyes back, to 
xt clip in line. When the bandit 
s channel withdraws,: the. jaws ~ 
ase the clipped tissue, 'and the 
loves forward,, pdsitiohirig: the^ 
:he jaws: The operating cpmpo-^ 
m in the patent", as follows: . ] 
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In the '226 pa tent., the cHp carrier., is de- 
scribed as "an: elongated channel havingva^ 
pair, of side walls or rails between which: the; 
clips are slidably guided, a. pusher : which 


F/a 18 


slides between, the rails, and a spring for. 
biasing the pusher in the forward direction." 
Col. 4, lines 45-54. The corresponding assem- 
bly, shown in Fig. 18 of the '420 patent, was 
the subject of comparative testimony: - 



Fig 18 of 420 Patent 


It was expiaihed that the piis^er bar (:Vf3) , 
moves a Ugating clip -(13 8) into thexhannels:; 
in the faces.of the jaws ( l:35-b): When a clip ; 
is in the jaws arid the handles are closed; the;;. , 
external ■ channel (1 33) . moves, forward oyer . 
the beveled portion of the jawsi:.squeezing: 
them together and closing the clip.- ^ 

To counter this evidence of sirilildrity,^ 
U.S. Surgical witnesses, testified that the 
'420/'057 instrument was' not- ar routine ad- 
aptation of a prior instruinent,-ahd stres^^^^ 
the long developnienf tirrie: and engirieerinjg 
difficulties involved in the a)nyersibn of the - 
. '226 device to endoscopic use; Ethioon chal- 
lenged these arguments ' and their factual 
basisxn cross-examination, and elicited- testi- 
mony that the development time related; prif ; 
niarily to unclainied.featur^;of;t];ie ha^ 

There was testimony^ about, 'the; seal ;;arid: 
how it was achieved. In itsihfringeriient,case\ 
U.S; Surgical argued: thai "yalve means";ino- 
the '420 patent included any^.loipwii. means 
for sealing the clip'applier in the .trocar^. , 
including valves and" gaskets. U.S. Surgical 
argued at trial. as stated in its. proposed jury-: 
instruction construing tlbis term, fo.r^ 
i merit purposes: 7' . -V; -^T-r-y 

The structure for performing this [valve . 
means] function.includes all such struc- 
tures contained iri^trocairs known in the;art^ 
at the time;the/;420 Patpt AppUcation 
was filed.-: V ' * - ' ■ iV" 

U.S. Surgical presented testiriniony, to this-^ 
effect.at trial, thus providing substantial-ba- . 


sis for the jury to find that the "valve.means'''; . 
of the '420 patent was known iri the priorarti^^. ^ 
U!S-.-.Surgical does not now; dispute that the 
"valve tneans" off.its :'420. patent is. found in.: 
prior art xndbscopic instruments. - v; :-'^^^^^;^ 

\r\ the course of- the; extensive explanation • 
and comparisons . at trial - of the prior art : 
devices and.the'420/'057:devices,itto^^ 
no dispute coneerning-the jcpnterit bf-:the:; 
references , or ' the, , structures that .thcyi^de^r: 
scribed. There was no dispute concerning the : 
structuresUescribed in, the^. '420/'057 pitT..^ 
entSi pr concerning the meaning pf.technical^i 
terms or word[s:pf art as used.in. the prigr art 
or in the.patentsyin suit.: The jury 
structed, that the , technical ternis .had Itheir , 
plain meaning, ./asr.the district court: men- 
tioriedin its opinionon the postrtrial motions.;: 
U.S. Surgifcairdid not. proffer V: parties 
"cdnstruction" .of technical tern:is in order . to n 
distiriguish the claimed inyentions from priorr. 
art devices. Neither party departed frpm the;; 
plain meaningxf the words that were used in: 
the claims andi in the , sp.iecifications, and ' in ' 
the "prior art;: Although : y.S: Surgical has : ■ 
raised on'- this, appeal... the;: issue' of '-"claim ; 
construction,", as,we^ 

was no argument at trial as to the meaning of 
I technical . terms or.words of, art insofar., as r 
■ theyri concern;, the determination of .pbviou^-" 
, nessi. r ; v.' -.-^y-: • 

There was opinion . evidence, on both sides : 
1 of the question of obvibusness.i We: turn to:. 
I the objective factors;, for as the district cour^ .f 

instifuctbifi: the jury, such evidence; must be: 


1232 


United States Surgical Corp. v. Ethicon Inc. 


41 USPQ2d 


considered in the deterniination of obvious- 
ness: ' ' " ' \ . • ' ' - 

Objective Factors ^ ; f 

Objective factors assist in understanding 
how the invention was viewed in its field of 
endeavor, and provide an important practical . 
guide to the decisionmaker. It was explained 
to the jury that the context in. which the, 
invention arose and its reception in the mar- 
ketplace are indicia of unobviousness, .and , 
must be considered. . : - 

Witnesses for U.S. Surgical. testifted that 
the EndoClip,' a coramerciaKembo'diment.of 
the '420/'057 patents,- Had revolutionized : 
endoscopic , surgery . and made .. endoscopic 
gall bladder removal possible. Its 
cial success was emphasized^ ahdrit.;;was .x 
stressed that the EndoClip was the,; ijret ahd^ 
for some years the only endoscopic multiple. " 
clip applier on the market. U.S. Surgical* 
pointed out that the most relevant prior- art, 
viz. single clip appliers for endoscopic sur- 
gery and multiple clip appUers for open sur- .*; 
gery, had existed for more than a decade 
before U.S. Surgical produced the EndoGIip - 
for endoscopic surgery. U.S. Surgical Jpre-- 
sehted^evidence of the rapid acceptance-' and J 
adoption of new - endoscopic ; procedures, 
based on its new multiple-clip applien^- " 

Witnesses for Ethicon testified that the: 
growth of endoscopic surgery was due to the 
miniature video camera, not the multiple clip ; 
. applier.: They testified' that before ' a tiny 
camera was available;- to televise images of 
the' abdominal cavity; thereby a team- of - 
surgeons could operate with a; comfmpn vieSy ' 
of the surgical field, endoscopic surgery- wa^ 
largely limited to ligation bfffallopiah tubesl • 
a simple procedure performed^by a'surgqpn^ 
peering through >'n- eyepiece. -According to"^ 
Ethicon, U.S. Surgical's EriddClip 'wias de- 
veloped for and had its only use forvtubal -. 
ligation, and its later commercial growth was 
due to the sheer hick;of being on the; market ■ 
- when endoscopic surgery underwent itSTapid, ^ 
expansion upon the capability of telpvi^^^^ 
from inside the body. ' = V - ' . ' : 

Thus U.S. Surgical -characterizedjitsf 
'420/'057 multiplexiip applier as aypwheei^^^ 
ing advance in the field" of endoscopic siiK;^ 
gery, while Ethicon described the ',420/ -057"* 
instrument as an - obvious adaptation : of 'a; 
prior art multiple' clip applier, whose 
niercial success- was due to uhrelated factors.];. 
These conflicting arguments were fully pre-} = 
sented at trial. Witnesses, including sur-- 
geons, supported ^ both sides-' The jury ^w^^^ 
presented \yith questions 'of ; credibility j^'ri^^ 
weight as wellas factual disputes, as the jury^- 
decided whether the inventions of th¥-claims; ■ 


in suit would have been obvious to a person of 
ordinary skill in thefield of the invention at 
the time the invention was, made. Although 
there were : indeed . questions : of J credibility 
and weight of evidence, the jury was. not 
required to choose between alternative 
meanings of technical terms or words of art, 
or decide the scope of the claims, in deciding 
the question of obviousness. The factual find- 
ings of the scope and content of the prior art, 
the differences between the prior art and the 
claimed' invention, the level of ordinary skill 
in the field of the invention; and the objective 
considerations, - did. :n6t vrequire "construc- 
tion" of these ^claims :as : set forth in the 
Markman decisions of tKe^ Federal Circuit 
and the Supreme Court^ ' j:..^ ' . • 

In. reviewing the jury verdict of obvious-, 
ness, we'reviewVhethertheyu was cprrect- 
Jy'ihstructed pn the law, and- whether there 
-was substantial, evidence whereby a reason- 
able jury could' have reached, its verdict upon 
application of -the' correct- law--to the facts. 
Railroad Dynamics, Inc. v,.A: Stucki Co., . 
111. ¥2^ 1506, 1512, 220 USPQ 929, 935-36 
(Fed. Cir,), cert, denied,. 469 U.S. 871 
(1984), Recognizing that invalidity niust be 
pi-ovbd by clear arid (kirivincirig; evide 
Perkiri-Elrner Corp. v.^ ' Computervision ' 
C6rp\ 732 F.2d 888, 893, 221 USPQ 669,-^ 
673 (Fed/ Cirr 1984). Tlius^we turn to the 
law, as presented at trial and as'instructed by ' 

■ the trial judge-. ' " ■ - ' ' 

The Jury instructions u v . 

Jury instructions are reviewed' for rorrecti-;^ 
ness,. with due aU'ention tb^ffi p&r^; 
jectivity',..and adequacyj^'take^^^ as a whole;; 
See Brooktree Corp. v. Advanced Micro De-u 
vices, inc., 917 F.ld 1555,:1^^70; 24 USPQ2d- 
1 401 , : 1 41 1; (Fed.; Cir; 1 9?2> ("Th^ correct.-^ 
ness of a jury instruction,, ,^^!is' reviewed oat 
appeal to deterniihe whether, , on: the. whole,;^ 
the j ury ihstructipns wei^e adequate to ensure ^ 
that the jury fiilly understood the legal issues 
for each element of the :cas^;"); Trademark 
Research Corp.y-^Maxweil Onlin^ilnc., 995 : 
F.2d -326, 339^ (2d- Cir '^;19?3)' ("A. trial; 
coiirt's improper^ charge constitutes revers^; 

■ ible error only Vhen jury instructions, takeiiH 
as a whole, give.the jury a iiiislea^^^^ 

sion ' or- inadequate unders^nding of the:t 
law ■ • ") (quoting Can'^/ Gd^^jEjV v;^^^ 
Management Group, Inc., 930 Fild 228, 232^ 
(2d Cir. 19910). ' ' / ' - 1 ' ' 
(1] The jury was- correctly inkructed pn 
the presumption of validity ,\afid that Ethicon 
bore the burden of proving invalidity by clear 
and convincing evidence. The jury was coK, 
rectly instructed : that in determinihg whet h;v 
er the iriveritions of the '420 and '057 patents ^ 
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were invalid based on obviousness, it was 
necessary to consider the scope and content 
of the prior art, the differences between the 
prior art and the claimed invention, the level 
of ordinary skill in. the art, and the objective 
criteria of unobviousness. The court correct- 
ly explained the Graham Sactors. See' Gra^ 
ham. V. John Deere Co., 383 U.S./ IV '148 
USPQ 459 (1966); For example^ in; deter- 
mining the level of ordinary skill in the' art 
the jury was instructed to consider : ^ 

evidence submitted by the parties to' show- 
One, the educational level of active 
workers in the field; - ^ : . \ ' . 

Two, the types of problems encountered 
in the art; . ' - . . , ; - • :\ : 

.Three, the nature of the prior- art'sblu- 
tions to those problems; . . V - V: ■ ' 
Four, the activities of others; ;:i^r i-C :; 
Five, the. rapidity .with, which innova- 
tions are made in the art; ; , ^ 

And six, the sophistication, of this tecifl^' 
nplogy involved. , = . >. j/.-.f^- 
The jury instructions included explanation 
of the. principles to be applied in determining 
obviousness when the invention is a combinar: 
tion of prior art components; The courMn? 
structed that the prior: art ^ must; show, hot- 
only all of the elements :pf the claimed cdmbir 
nation, but must' contain vsorne. .**teachihg^ 
suggestion or incentive" tda person" of ordi- 
nary skill to combine the known elemerits ant 
the way that U.S. Surgicarcombined thefn:3 
In order to proves obviousness, * the f defem' 
dants must prove; again by clear and 'wh-"^ 
yincing evidence, that bne 'of ordinary skill; 
in the art would have found in the prior art' 
references some teaching,' /suggestion'^ o^^^^ 
incentive to cbmbiiie. the pri6r : art' refer-; 
ences in the way that U.S: Surgical did^ m^^ 
its invention. ' ■■ \ :'■ 5 "•^•■^5^ ;^ ■ ' 
The jury instructioiis^siresBed-tliat;-^ 
art, to be invalidating, ';ihust si*fficien 
teach or direct a persoh of ordinary skill" how 
to obtain the result reached by the-patfentee: 
Additionally, if you dp .find a teaching in 
the prior art that would motivate 'p^ 
ordinary skill in the prior ; art: to. ma^^^^^^^ 
clip applier claimed in the '057 ;and.'',420 
patents, you must also deterniine whether 
, there was sufficient teachihg -or. direction 
■ in the prior art pphow to pb^^ 
the claimed;clip applier such that^a peirsbii 
of . ordiiiary skill 'in :the art Vwbiildlhave^ a 
J Teasonabie likelihopd of siiacesis in makihg 
- the invention. In bthW wofdsi in order* ito 
J find obviousness, you must ^ 
that the prior ah wdulid .teach brie. of ordi- 
nary skill to try the^combinatipn bf^lmown 
-'.elements, but also that the prior art would 


- sufficiently teach or direct one of ordinary 

skill how to obtain the desired result. 
The jury was instructed that in determining 
obviousness it was to.consider the claim as a 
whole, and that it did not.- suffice .if the 
individual elenients of the invention were 
known in the prior art: . - - 

The reason you must.consider the claim as 
; a whole is because there is.no dispute that 
. U.S. SurgicaFs invention is comprised of 
individual elements .which were known in 
the prior art. The fact that U.S. Surgical?s 
. inventions; incorporate or. combine* ele- 
ments already known in the prior art does 
. . not render its patents invalid, Patents.'can 
be granted on devices that contain a com- 
bihatiori of various elements that are well 
: known in the. prior, art.. U.S. Surgical's 
~ claim is that it invented! the combination 
^ of those.elements for.the first.time in the 
' endoscopic multiple clip applier claimed in 

the patents in suit;'. . : '-.i: 

The instructions on the law of obviousness 
occupied eight pages of triaftransbript. They 
were correct in law, thorough, and clearly 
stated. U.S. Surgical how argues that: other 
instructions that'^it requested should^ also 
have been-^ given, and that their • oihissibn 
requires a new trial. The district.: court ex- 
plained 'its denial :6r these requests in its 
opiriibri pn the post-trial-motions: -: 
' U.S. Surgical had r^uested■that the coiirt 
read to the- jury the sentence- of 35 U.S.C. 
§103(a) that states: "Patentabihty shall not 
be- negatived -by the- niahrier in which the 
invention' was made," accbiripanied by the 
instruction that the- jury should ' give no 
weight to Ethicon's evidence of "how long or 
short a time it took to make^[the iriveiitibn]" 
arid-"how obvious U.Sv Surgical-s invention * 
may have seemed to U.S. SiirgicalV own 
inventors;" The court denied the request. We 
dp not discern reversible error in.tbis denial,' 
for the rejected instruction. was encompassed 
in^ the : instructions that- wbre -given; was the 
subjectvof expert testimony,iand was incliid^ 
ed in the argument. The court did not com-, 
mit error in denying an: instruction that gave 
weight to one of the several aspects that were 
before the jury^ and was reasonably^ viewed 
as. cumulative in^he context of the instruc- 
tions that were given, v / ; ■ - ■ ? 

U:S. Surgical ;;also requested an Jhstruc-. 
tion that rthe '226 patent- was. cumulative.: 
prior art arid thus did not have to be cited to 
the patent examiner. In its pre-trial considerr;:- 
atipn.pf .the issue of inequitable conduct the 
court,:through a special master, hadconclud-j^ 
ed that the .'226;pateht was cumulative in the " 
circumstances and. on the law that then ap- ; 
plied in the examination of patents. What- 
ever the relevance of this point to the issue of 
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inequitable conduct, which had been decided 
in favor of U.S. Surgical, the '226 patent was 
correctly treated as prior art in this litiga- 
tion. The denial of -this instruction is -hot 
grounds for a new trial. ' : ; * , ; 

U S. Surgical also requested the instiiic: 
tion that even if the jury found the absence of 
the secondary- consideration of lohg-felt 
need, that was "in no way suggestive of 
obviousness or invalidity." The instruction 
that was giyeh on the^ secondary ransi^^^^^ 
at ions was:' ■ ■ • y[ 
' -* In ihaking these three deterrnihations 
• ' [the GraAam factors]^ you miiisf alsoxon- 
sider other ' surrouriding; arcumsta^^^^^ 
which are called secondary conside^^^ 
These include:- * • /.^^ j v I^'^.- 
One, whether the alleged inyerition w 

' commercially successful;; . / ; : . 

. Two, "whether the alleged; iriyentipn;sat- 
*■ isfied a long-felt need in the art;;,; 

Three, whether Jothers were; uhsucoKS; 
'fiil in making the alleged invention;;;.;:;'^ 

Four, whether the alleged inven^^ 
"cbpied by othere in the art; \; ■ : . , , 
,,-''Fiv^^ whether the/alleged ;inventioq^^ 
; ceived praise from others in thc.;^^^^^ 
. " SiXj-.vyhether ' the- aUegeH Ciriye^ 
, parfed:from.pther;prm 

in drder .iq determine ^"that s^^^ 
considerations such as comniercialsuceess 
are evidence of , nonnobviousness, .^^^^ 
musirbe. a. causaL connection -bem^ 
patented features of the invention and ithe 
comniercial success of- the device. Tf^comr 
mercial success is /attributable to the, pat-, 
ented . features, ;;then . it is; eyidenc^ipf 
non^bvipusness.:' ■ to -m-hj A vv;:^^^^ 
U.Si -Surgical's requested, instruction' ^cpnr;: 
cernmg long-felt; need related, tpahei weight: 
to Ije given to a fact; whose existencevrand^ 
significance^was disputed: at trial;: The: issue 
of the .objective: factorsvwasCcomplex- land'- 
hard-foughtat trial,:leaving-areas oftdispute;= 
weight, and perhaps credibility,; We discern:, 
ho error in- thercourt's refusal tp comniention 
a specific aspect, having instructed ;the: jiif y ; 
on all aspects.- '^-r.; '. ' «o 'J^^'- -'^- -^^ii;^^-' 

U^S. Surgical also requested, the^ihstruc-^ 
tion that prionart that teaches away ^from the; 
patented invention is evidence of noriPbyious- 
ness: -That subject was comprehended inthe 
above-quoted instruction that thejjuiry should = 
consider "Six, whether tHe alleged invention^ 
departed from other principles'of the art," ain; 
argument whose substance had been debated 
at trial. The' refusal^ of this instruction,- in • 
light of the full; instructions that-wefe given;^ 
is not grounds for a new trial • - ■ ;' '" •' 
U.Si Surgical also states that the district 
courf^ should have given a curative instruc- 


tion to counter Ethicon's suggestion that'the 
patents in suit improperly hindered competi- 
tion; The record shows Ethicon's persistent 
and; improper^ innuendps: However, U.S. 
Surgical reasonably- countered this aspect 
with evidence and argument concerning the 
purpose-of the patent system.? Review, of the 
record leads us to conclude- as-.apparently 
did the district courtv that this tactic did:n6t 
prejudice; the outcome: 5ee :Ci7y: o/ iVew , 
York v. Pullman; Inc\ 662:F.2d 9 1 0; 9 1 7. (2d 
Cir. 1981) ("The dist:rict court is not;obli^^^ 
to charge every contentiohjinade,by th^ 
' ties at trial, as long as the charge' itself,' taken 
as a whole,, is fundamentally fair,"), .(cita- 
tions omitted),'-cery."(/emei/, 454 U.S. 1164 
(1982). The denial of these instructio"ns;(and 
othei^ offered by both sides) was 'not alnis- 
carriage of justice; - and ' does ; not establish 
reversible error 'or grdiinds ' for a; new trial. 

U:S. Surgical also argued- that its request- 
ed instructions construing the claims should 
have^^been'giveri,-and^'that ■the-absence of 
"claim construction" by the^ district, court 
required a new trial: In accordance with.the 
Court's remand for:;further^consideration! in- 
light of MarA:ma«;vwe have again^ reviewed . 
the - requested - instructions: : to .':de^prmine^ 
whether! iany instructiohsUhat were improp^ 
- erly refused icould treasonably have preju^' 
diced the jiiry?s. verdict of "invalidity. > 

; In evaluating ;the refused instructions, we; 
look first at the . instructions:: on : clainii con-T 
striiction .that . wereLgiven. .ITher issue was; 
interpretation of - these ; means-plus-f unction 
claims and their application to find, if) there 
was . infrmgemeht.by^ the , Ethicon:: devices. 
The district ;cbui:t rnstructed't jury hp>y to 
interpret nieansTplu^functipn claim: pie- : 
ments^" and: how" these .claim- ele- 

ments, to the-accused deviccs,va^ foll6ws>,-:.; 
Now, in interpreting the mea^^^^^ 
function claini;.elements, you > must, dpter^; 
iiiihe: the, followihjg: . : : ; ^ : .; N v 
One:, whatfunctibn^is.i^ for^by^the: 
. daini' element, ;and.^ 7 . -i:^. -V^,'. , .■ 
" Tw6; what. .stfucture,^^p^ "^means^.is d 
sOTbedJin^thet patent i 
perforniing^theL stated fmKtidn. ^J.. 7^ , 
■ A' means pltis;;fur^ i 
. infringed if:. -'' V/ Z-^; V.^v^t^5^:/-^ v 

One, the fuiiction of. the;>ccuse}i deyice,;„ j: 
/ i^'identiral io ;tbfe;fun^^^ 
claini eibmen t pjf the' jjatent ; and ; . ' 

Two, ;the str uCttnre^ 
func^iohHiirthe 'accused de^ is:the'sato ^ 
- ais; or ' the 'iSi%alent;of , the stf^ 
' scribed iii the;pit6ffi"specificatim^ ' ^JiV;:^ 
'< The^serand'bf^thiese twp:s^ '\ 
you to deterniinc whether the accused Ue^^^^^^^^^ 
;^vice includes the >ame sUuctin-e^^as tie^? Vii; 
scribed ih the patent or its' diuivalerit Ydu 
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may determine that a structure in the 
Ethicon device is equivalent if you deter- 
mine that a person of ordinary skill in the 
art would consider the structure found in 
the accused, device an insubstantial 
change from the structure disclosed in the 
patent specification. . . . » > 

This aspect did not concern, or determine, 
validity in this case. However, U.S. Surgical 
states that Markman requires the trial judge 
to perform the first portion of this instrucr 
tion, that is, to determine the function and 
the structure or means that performs^the 
function, and to. give a detailed technical 
analysis for the infringement portion of the 
instruction; and that failure to do so fatally 
flawed the trial. : * 

For. example, U.S. Surgical requested 
instructions for the first element of claim 1 of 
the '057 patent, starting. with the following 
proposed claim construction:. . v 

. Clause i) of claim element lb);Teads 
"means for storing a plurality of surgical 
clips." This is.a means-plus-function claim 
element. The stated function, as I inter- 
pret it, is to store a plurality of surgical 

clips. " / ^ 

We observe that this part of the proposed 
claim construction merely repeats the. words 
of the claim. The requested instruction then 
told the jury what structure was described in 
the patent, specification^ for performing: this 
function: - : - ' i:^:.; :\:v 

, .The str ucture /or means, disclosed liny the 
patent specification for performing: this 
function is a clip, track which holds, an' 
. array, of surgical clips and a spring to bias 
the clips toward the distal or far end of the 
instrument. - . ' . .jW; 

This information from the specificatidn rer. 
solved no dispute, for there was none. NeXt,^^ 
the requested instruction told the jury how to 
find infringement:. the same instruction aSiin 
the general jury instruction.that was actually 
given, quoted 5«/7ra,. but. now drawn specifi- 
cally to.- this claim- element: > . . ■ 
In order to. find that, this claim element of 
the '057. patent has been met, you . must 
first find that defendants' accused devices, 
perform the function of storing a , plurality: 
of clips. Then you must find 'thatvthe^ 
defendants' accused devices have , a clip 
track which holds an arrayi oJF surgical- 
clips and.a spring to;bias the.dips toward' 
the distal or far end'of.the instrumenti or 
equivalent structure, which performs . this 
function. ; . . - ; J .^a^:; 

This text, again, repeated the. function in.the 
same words as in the claim, and.repeated the 
undisputed description in: the. specification.: 
The requested instruction then stated that- if 
the accused devices perform this function. 


using the described means or an equivalent 
means* there is^ infringement. That is the 
same instruction as in the general Jnstruction 
that was actually.given, but made specific to 
this claim element. We doubt that Markman 
requires the trial judge to instruct as . to .an 
undisputed "claim construction", for every 
term, by simply; parroting the words, of the 
claim and then repeating the rule concerning 
infringement of means-pius^function claims. 
Markman explicitly recognized that the ap- 
plication of the..ciaim to the accused device 
was for the jury. Indeed, Ethicon objected to 
this instriictibn as an improper, attempt! to 
diiect.th'e jiiry findings of infringement. 
, Similar instructions; were" proffered for the 
other claim elements. Another rejected in- 
struction started with a similar repetition of 
the words of the .claim as "interpreted" by 
the Judge,, and an undisputed restatement of 
what these words mean: . . - 
The final clause of dairri element b) ii) 
' calls for "clip closing, means for' sequen- 
tially closing said surgicarcnps.":This is a 
' : means-plus-functiori, claim 'element. The 
stated function of this particular : means- 
-plus-furibtion-xlaim element is "sequen- 
tially closing said surgical clips.". I inter- 
pret this to mean the clbsing of surgical 
clips one at a time arid one after the qt^er. 
In 'the infringement trial, , the issiie was not 
the'defihitibn of "sequentially;" but the equi- 
valency of the > means that .was described in 
the specification^ with the means - that' ' v^as 
usied in= the accused^ device, and issues^ con- 
cerning the clip advancing - liieans: These ' 
aspects do'riot relate- to obviousnessy but to 
infringement. The additional' text of this pi-o-_ 
posed instruction was objected to on its= mer- 
its by Ethicon as an incorrect application of 
theiaw of 35 U.S.G. §1121!6: However; . this 
aspect raised • no disputedrissues- with respect 
to the determination of obviousness in view 
of the^prior art. The dispute .concerning the 
requested, -instructions : related; not to the 
prior artj but to the accused Ethicori:devices. 

Following is another claim elenient. whose 
proffered "interpretation" was to repeat the 
words of the claim: - . 

Claim element a) calls for a trocar having 
: a cannula with valve means for sealing the 
. cannula. The claim element -"valve . means 
. for sealing said cannula", is a means-plus- 
i^. function claim- element.. The stated func- 
tion, as I interpret it, is to seal the cannula. 
There were infringemient disputes concern- 
ing the; valve : means,, and: there- was -.much, 
debate: at trial: concerning the scope of ■ this^ 
claim-. elenient as applied to Ethicon's de- 
vices, U.S. Surgical Tequested/.the Jnstrucr 
tion: that, the "vaive means'.' includes and. is 
infringed, by, all prior art. valves and gaskets. 
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and any other known structures: for sealing 
the cannula: 
The structure for.perforniing this function 
includes all such structures contained in 
trocars known in the art at the time the 
'420 Patent Application was filed. Such 
. trocars contain. structures both to seal the 
cannula when, no instrument is.in the can- 
nula, such ' as :a flapper-type • valve; - and 
structures- which form a 'seal- between the 
instrument* and the cannula when an in^ 
strument is inserted in the cannula^sucfi 
as a gasket. The flapper valve may engage, 
the gasket," as in' the U.S. Surgical^ Surgi- 
port Trocar, or be separate from- the^gas^ 
ket, as in reusable instruments that were 
known at theHime the '420 Patent Appli- 
cation was" filed. -Therefore,' if yd^u- find 
■that the EtHicon Endopath Trocar 'is;'a 
trocar having thesaine or equivalent striic^ 
ture to the structures I have jiist described; 
then the accused devices satisfy claim ele- 
■ ment.a) of Claim ; of the ;420;P^ 
We referred ^wpra to this requested jnstruc-. 
tion , f or ' it makes clear that validity :W the . 
U.S. Surgical patents was hotfgrp^^ 
asserted unobviousness of; the;yalye'"mea^^^ 
arid that, a reasonable jury .could'J have;" so 
foiirid. The district court had' left tQ thd j^^^^ 
the issue of breadth of the yalyejm'eans a^^ 
aff'ected infringement', for;Ethicpn hailVi^^^^ 
ously objected to this instruction as.prejud^^^ 
ing the finding of infnhgem'ent. In his,^^^^^^ 
-trial opinion^ tfiie district;judge.exprq;sed.t^^ 
view that the jury.had accepted y.S.}Su^^^ 
cal's construction of the valve means sinc^^^ 
found "infringement of trie '420 patent claims 
*We.do not reach the .issue of; infrm^^ 
However, .whether.t'he, valve^m'eans i>yas : opn-r . 
strued as broiadly as U.S. Surgical requested,' 
or quite narrowly as Ethicx3n hadargued,.t^ 
variety of valve structures shown in. the pribr. 
art was in accordance w 
probviousness in^lightipfithe prior art.;:.^^^^^ 
... [2] ^The-Mcr/cma/i .decis^ .dO; not] hoW 
that the .trial judge must repeat , or, jestate 
every claim.term in order to comply with the, 
ruling that claim construction vis fori the' 
court. Claim.^ construction : is j. a .matter";, of. . 
resolution; of disputed meanings . and/ techni- 
caloscopcjr.to: clarify: and. whenineo^ 
explain ■ what, the :patentee. covered, iby.. the 
claims,, for: use in.the-deterriiinationrofjin- 
fringementrlt is not an obligatory exercise; in 
redundancy.-. Although ..xlainirV^constructiori} 
■may occasionally, be, necessary in obvjqusnesisi 
determinations,' ;when, the meaning, dr. scope: 
of technical terms and words of art is ■unclear.: 
and. in .^dispute and* requires..Tesolution^:in 
order to deterniirie obviousness,Jn:_this :casei 
none: of these. rejected instructions vwascdi^i 


rected tO; or has been shown: reasonably.- to 
aff'ect, the determination of obviousness.. 

Grounds for: a- new trial have not been 
shown. :5ee 5a/i/fl Maria v ., Metro-North 
Commuter. R.R:, SI ¥ 3d 265r273.{2d Gir. 
1996) ("A new trial must be.granted if the 
court determines that.'the;verdict is against 
the weight of the evidence, that, the damages 
are excessive, or.that, for other. reasons, the. 
trial: was :not^ fair-to the- party .moving.- -.'). 
(quoting Afon/gamery^^^'^'^ ^ Co: y, Dun- 
can, 3ir: UiS..-243,- 25L.*C1940)); 5Aarrer4 
proof.- Glass Corp, v.: LibbeyrOwens Ford . 
eo.;!758:.F:2d613, 626,v225.:USPQ 634,\643 - 
(Fed.: Gir:r 1985): ("If^prejudiciai: erron ocT 
curred,.'Or> if the. verdict is: against . the- clear 
weight of the evidence, as an.- alterriative' to 
judgment n.o;v: a new,trial may be granted, 
in, the discretion of the .triaLjudge."): (citing 
Fairmont Glass Works Cub Fork - Coal 
Q>., 287 U.S. 474^Ct933))r.: ^ .: ^■.\^-] 

- We have not jbeenlshown prejudicial error 
inithe.jury instructions,:dr;that the verdict of- 
obviousness is against. the clear weight.qjnthe 
evidence, or .that substantial justice requires, 
thatithe trial be^voided.:; - /; ;:>;- :,; :^^^-3^:: . 

The' Dictionary ''""^f; ";;^fi'-^: '*'.if';^^ 

1 =:buririg its deliberations. the*jury requested 
a dictionary^ and; over .the! objections of both 
parties^; ^yas'fp^ovided' one: by/the court:>U::S:' 
Surgical states this is reversible errory^while 
EtHiconr. states thatanyierror' was harmless. 

- riU.S.'Surgi.cal prop^^ that the: jury^^might' 
haVe: used 'the 'dictionary- to 4ook:;Upf defini- 
tions on ewhich it had beennhstructedcby -th^ 
coiirt - or that had been explained: -^byf' wit- 
nesses, such as "presumption" or "obvious- 
ness;" The jury- was instructed; as the parties 
agreed, to : consider the ordinary^ meaning' of: 
the language usedin-the: clainrislr U;S.' Siirgi- 
cal doesinofmentioni any terms:itriatcw6re: 
used outside of their ordinary; meaning /tThe 
district court" pointed^ out^ihi; itsU-postrtriall 
opinion' that the instruction^to coiisider:tfc ■ 
ordinary: rrieaning, :andUhe:geiief al; assump- 
tion that ^definitions in a . Standard .dictionary 
are common knowledge with.-wHich:^the;jury 
is ■^charged,;'^suppGrt ^then provision H)fj;ithe 
dictionary.- ul= - =. J"' .^^ji-^ - 
*;:[3] It:'is;^generally 'agreedi thamtievprovi- 
sion :pf:ia dictionary^ to a" juryv^althoughjnbt 
favored , : is^ notrgrounds for ' aTinew-' trial/ 'See 
WernsingvM:-'^Geheraiy^ Cdrp\ -7470 
A.2dJ802; 806 (Md^l984) (^It appearslo>be 
the near universal consensus that a: new- trial ; 
isvhot:awarded;simply:;becauseia:dictionary- 
wais beforeuthe jury.")/(citing? cases)f . U.S.^' 
Surgical offered : no'. specifics:"as* td.'^-words;* 
whose . dictionary, definitions^: may -have ad^ ' 
versely^-aS'ected . the verdict of pbviousnessi? 


41 USPQ2d 


en shown- reasonably • to 
ation of obviousness., 
sw trial have not been 
Maria v. Metro-North 
F;3d 265, 273. (2d Gir. 
I' must be granted if the 
at /the. verdict is against 
dence, that the damages 
it, -for other. reasons, the. 
0 the party moving.' 
ry- Ward & Co, v, Dun^ 
lS\ -{\9m))\ Shatter- 
v.: Ubbey-Owens Ford . 
i26,v225.USPQ 634,643 
*If .prejudicial error oc- 
*dict is against the clear 
[ice, as an alternative to 
iw.trial may be granted, 
the trial judge.")* (citing 
orks .v. Cub Fork. Coal 
1933)). • •;. -.-.n 
lishown prejudicial error 
)ns,jor- that the verdict of 
st.the: clear, weight. ofuhe 
bstantial j ustice requires 


ations the jury requested' 
er- the: objections of both* 
d'Oiie by the court: U:S; 
is reversible error, -while 
anyi error was harmless, 
poses that the jury might' 
onary to look up defihi- 
d been instructed^^by^the 
been, explained by wit- 
^sutnption" or ."obvious7 
instructied, as the parties 
the "ordinary rheaning bf 
a:.the- clai ms.- U .S ; Surgi- 
orii any- terms. :that were' 
ri-ordinary. meaning • -Th& 
:ed:; outrun; its^post-triali 
itruction- to consider :the; 
and ; the : general- assump- 
inva standard dictionary 
;dge with which-the jury 
•'t ithe'vprovision " of^the 

y 'agreed . that.' the proyi- 
-tp' a-Jury, although'^not 
iridsifor-a^;new"tTial.^5'ee 
ralhMotors '- Corp., -. 470 
a984) ("Itappears to.be 
onsensus that a. new trial 
ply /becausev a dictionary^ 
y .:i)-- (citing'; cases) U .S 
6 . specifics -as - to -woi*ds^f 
efinitiohs may 'have ad-^" 
J ^verdict of obviousness'.v 


41 USPQ2d 


United States Surgical Corp. v. Ethicoti Inc. 


mi 


Instead, U.S. Surgical seeks a presumption 
of prejudice and an automatic new trial. 

Both sides cite United States v. Weiss, 752 
F.2d 777 (2d Cir. 1985), as stating the con- 
trolling law in the Second Circuit, and each 
side argues that Weiss supports its position. 
In Weiss a criniinal defendant was convicted 
of mail fraud, perjury, and RICO violations, 
and the jury obtained accounting books with- 
out the- judge's knowledge or consent.- Al- 
though the Second Circuit stated that "ex- 
tra-record information that comes to the 
attention of a juror is presumptively prejudi- 
cial," 752 F.2d at 782-83, the court held that 
the trial judge's determination that the infor- 
mation had not prejudiced the defendant was 
not an abuse of discretion, and sustained the 
conviction. 

U.S. Surgical argues that the practice of 
permitting the jury to have a dictionary 
would undermine the patentee's right to be 
its own lexicographer, and thus constitutes 
reversible error. However, U.S. Surgical 
does not direct us to any actual or reasonably 
possible prejudice, or any suggestiori'that the 
jury disregarded the court's instructions on 
the law of obviousness, or the :plain meaning 
of the terms . used, in the claims and the prior 
art; Instead, U.S. Surgical argues that it.was 
Ethicon's burden to establish that the jury 
did not misuse the dictionary, and that since 
that burden can not be met a..new:.trial is 
required. However, the holding m Weiss was 
not for an automatic new. trial. Weiss 6x6. hot 
divest the trial judge of authority to decide 
whether the error, in that: case view.ied. as 
jurormisconduct, was in fact .prejudicial.: 

The district court did not commit prejudir 
cial error by providing the dictionary. A new 
trial on this ground is not warranted, : 

The Post-Trial Motions . ■ : 

Upon post-trial motions, the^ district court, 
in a 34Tpage opinion, discussed validity and 
infringement. With respect to validity the 
court discussed the positions of the parties on 
the teachings of the prior -art, the differences 
between the prior art and the.patented inven- 
tions, and how the inventions as a whole 
would have been viewed by a person of ordir; 
nary skill in that art. : . ; ' 

The : district court summarized the evi- 
dence that the prior art would have suggest-, 
ed'the combination claimed in the '420 pat-, 
ent. The court .referred to Ethicon's position 
that U.S. Surgical had adapted its own mulr 
tiple clip applier to endoscopic use,* and the 
testimony that the only significant.difference 
from the prior, art multiple clip applier- was^ 
the elongation of the shaft. and the seal;. arid- 
that these were common to all- endoscopic 
instruments. - : . / . . . ■ • ' 


The district court explained its conclusion 
that, there was substantial evidence in sup- 
port of the jury verdict of obviousness of the 
claims in suit. The court also explained its 
conclusion that the requirements of a .new 
trial had not been met: that the. verdict was 
not against the weight of evidence, that there 
was not a miscarriage of justice, or prejudi- 
cial error during trial, or a seriously errone- 
ous result. • 

The Motion Upon Remand . . 

Following the remand from the Supreme 
Court to the- Federal Circuit, U.S. Surgical 
moved this court to vacate the district court's 
judgment ; and order, a new,; trial, on ihe 
ground' that since the ^district court had* not 
construed the claims- as required by A/ar/c- 
wa/i, either before or after the jury rendered 
its.verdicts,: there is nothing for therFederal 
Circuit to review on appeal: U.S.' Surgical 
states that it is entitled to .a: ne^y trial of. all 
issiiesof validity and infringement exceptfor 
the verdicts in its favor (infringement of the 
'420 patent and that there was not inequita- 
ble conduct) for which^Ethicon did not peti- 
tion .for certorari:- - .<r - . ;r...-'.c:^ 
. ^thicony.'Opposing the motion,: points -but 
that- the -district court, in: its opinion'on -the 
post-trial : motions; discussed. -the claini . con-: 
struction that, the jury necessarily adopted oh 
the two. aspects of claim. scop'e that.were. in 
genuine; dispute, as applied^ to-* the . Ethicdn 
devices. Ethicon points out. that the: district 
court stated: that: it. agreed: with .the. jury's 
necessary constructions with respect to' the 
valve nieans . and ,the clip: advancing ^means,- 
and that- the court explained: its reasons; for. 
sustaining the* verdicts based !on:.those con- 
structions. : Ethicon - points r out that under 
Markman Xhis court undertakes to perform 
any necessary claim : construction de.novol. 
Ethicon . also^ points but: that • no : disputed 
claim construction was' ma teridi to the'deter- 
mination of obviousness; . . . =. : - / <<. 

: [4] .Concerning U;S. Surgical's .proposed; 
instructions ,on claim construction, as,>e 
have discussed, whatever their applicability 
to the issues of infringement, their, omission, 
did not prejudice the issue of obviousness. 
Markman did not hold that the nriah judge 
mustlalways parse: the claims fortthe jury;, 
whether or not. there is: an issue in: material 
dispute as to^ the. meaning or scope of : the 
claims. Neither this court, nor the: Supreme 
Courtheld that the trial judge must, conduct 
such aV rote .exercise, /onr;pain of . having to 
retry the case. . ; ■ , U 

' Ethicon^ had objected >to the substancefof 
U.S. Surgical's proposed instructions,.as. well 
as asserting that they .were unnecessary: -We: 
need hot resolve this issue, for U.S. Surgical. 
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has. not shown that there are unclear or 
ambiguous technical terms or words of art or 
related aspects of claim scope whose "con- 
struction" as requested by U.S. Surgical 
would negate the verdicts of -obviousness. 
The jury was instructed, without objection, 
that the language of the claims was to have 
its plain meaning. There was ho dispute as.to 
the meaning of technical rterms or words of 
art as used in either the ' prior iart' or the 
claims. The difference between the prior art 
and the claimed invention is a question W 
fact, Graham, 383 U.S; at 17, 148.ljSFQ at 
46.7, and was not ^overruled by . ahe Court's 
Markman decision. - . o , / , J ; 

U.S. Surgical , argues that if the. district 
court had construed the claims for the jury; 
the jury could not have reasonably accepted 
Ethicon's argument that U.S.- Surgical . had 
simply made known endoscopic adjustments 
in its . prior art . multiple: clip applien; This 
went to the ultimate question of obviousness, 
which was decided by;the jury upon 'finding 
and weighing and evaluating 'the factual cvIt 
dence of the Graham factors. , U.S: Surgical 
does not explain how any- reasonable claim 
construction that it requested would; have 
deprived the verdict : of obviousness. ^bf:ats 
support. Further, Markman does not author 
rize the trial judge to-remove^from tie jury 
the factual findings required by Graham: r- 
'On careful consideration of the substance 
. of the instructions on claim construction that 
the district court declined to. give,, arid; the 
instructions on the issue of obviousness^ all in 
light of the particular tissues ; in this'-;:case 
concerning the prior art, the claimed- inven- 
tion^' and the Court's? discussion rin.i^flrA:- 
man, we -conclude that: the: omission. ofr.'the - 
requested instructions did not prejudiceJthe 
determination of obviousness. The . criteria 
for grant of a new. trial .have not .^been met. 
See Santa Maria, 81 F.3d at 21 3\ Shatter- 
proof Glass, 758 , F;2d at 626, 225 USPQ at 
643. {new trial appropriate when there was 
prejudicial error, or, when iverdict ; against 
weight of the evidence); ^. . ^ • v 

Conclusion i' • . .vv' 

. On: review bf the proceedings at trial,: we 
conclude, that there was substantial evidence 
from which a reasonable jury could have 
held that the claioied: subject matter.would 
have . been obvious to a person of rordinaryr 
skill in this field at the time the invention;y^as 
made... The. judgment of;:,, invalidity /is 
aflfirmed. . , . ' ? . . i , ;? 

the case was vigorously; litigated; With 
extensive testimony, physical -exhibits; , and' 
argument. Wp have been directed to no un^ 
fairness or incompleteness or prejudice in the 


jury instructions with respect to obviousness. 
A new trial was properly denied. ~ 

Costs- , /: 7/ ~ - i < 

■ Costs tp Ethicon. ~ 

■AFFIRMED: MOTION FOR^^^^^^'^ 
] ■ , NEm.TRIAL DENIED:: ' ' " 


.U;5. Court of Appeals r. 
' ; . . / Federal Circuit 

Micro Cheinical Jvlric... v. Great ; fPlains 
" c ' , ..-r - . Chemical; Co. \- - , i -y •. . - .s-;- 

Nos. ?5-y04; :1:514 . 
v: ^^i\f Decided January 3,. 1997: - 

PATENTS .-^^^^^^ 

1* 'Pati^tability/V^ 

. -Prior; sale .Degree or developm^ 

4§,ii5.Q707.p5>.::: .v":^,;-:';!. ^:;: 

;:■ Federaldistrictcourt erred in holding:patr 
ent directed . to3 method and apparatus? for 
addirig'^small amounts.of ingredients, to live^ 
stock or poultry, feed ;invalidtunder:on-sale 
bar of,35.USC 102 based on' inventor's offer,^ 
before critical date, to-sell weighing machine 
to feedlot nianager' since at time of alleged 
offer, inventor, had not reduced invention! of 
patent to practice, -^had; not -vsubstantiaily 
conipleted invention, and'vhad not demons 
strated high likelihood that invention would. . 
work".- for- its, i intended.- purpose^ ■ an'd ^siiice 
- inventor's "offer"; therefore could not trigger 
on-sale barr;-:^-;^- ^-'.p -vv i^hi 

2. Patentability/Validity — Obviousness 
, Relevant prior.art .T-. Particular, inven- 

■ >:Fatentabi«ty/yaiidit^^ 
. Co^^ 

Patent directed'cto methodvarid-^ 
for adding small amounts of ingredients -to^ 
livestock or poultry.feed would not ;have:been^ 
obvious in view of prior s art: weighing maa 
chineand.prior artvolume machinojin-com 
:bination,:since-there is no evidence of-motiva^ 
tion^ ori suggestion^rtd . combine: ;pr1on.^ art 
machines, -siriceimotion 'of -mixing* elements" 
ill; volume machinetwould have been expect-' 
ed' to cause* inaccurate- weighing, , and prior/ 
an- therefore ledia way^ from^ idea/of combine 
ing: features pf weighing : and :..volume ma-: 
chines,. andfsince;iiiVehtor's extensive^efforts^ - 
to solve problem of isolating weighing systemr 
tend to show; that one skilled in art .wouldi 


